
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/506,391 



09/01/2004 



Christian Stockinger 



27479 7590 05/08/2006 

COCHRAN FREUND & YOUNG LLC 
2026 CARIBOU DR 
SUITE 200 

FORT COLLINS, CO 80525 



STOK.01USU1 



1648 



EXAMINER 



CYGAN, MICHAEL T 



ART UNIT 



PAPER NUMBER 



2855 

DATE MAILED: 05/08/2006 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Off ire* Art inn ^tjmmarx/ 


Application No. 

10/506,391 


Applicant(s) 

STOCKINGER, CHRISTIAN 


Examiner 

Michael Cygan 


Art Unit 

2855 





- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1 .704(b). 

Status 

!)□ Responsive to communication(s) filed on . 

2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) M Claim(s) 1^6 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) S Claim(s) 1 and 2 is/are rejected. 

7) E3 Claim(s) 3J> is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) 13 The drawing(s) filed on 01 September 2004 is/are: a)E3 accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

11) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12) 3 Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 
a)3 All b)D Some * c)Q None of: 

1 .3 Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attachment(s) 

1) □ Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 

2) □ Notice of Drafts person's Patent Drawing Review (PTO-948) Paper No(s)/Mail Date. . 

3) □ Information Disclosure Statement(s) (PTO-1449 or PTO/SB/08) 5 ) □ Notlce of Informal Patent Application (PTO-1 52) 

Paper No(s)/Mail Date . 6) □ Other: . 
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DETAILED ACTION 

The previous Office action, mailed 02 May 2006, did not address the proper set 
of claims, at issue. In accordance with a telephone call to Sam Freund, the proper set of 
claims, comprising claims 1-6, are addressed below. 

Claim Objections 

Claims 1-6 are objected to because of the following informalities: the claims 
contain indefinite language; in particular, a proliferation of "if necessary" and "as for 
example" limitations which cause the metes and bounds of the claims to be unclear. 
Appropriate correction is required. 

Claims 3-6 are objected to under 37 CFR 1 .75(c) as being in improper form 
because a multiple dependent claim should refer to other claims in the alternative only. 
See MPEP § 608.01 (n). Accordingly, the claims have not been further treated on the 
merits. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

The claims are given their broadest possible meaning consistent with the 
specification. See MPEP 904.01 ("[t]he breadth of the claims in the application should 
always be carefully noted; that is, the examiner should be fully aware of what the claims 
do not call for, as well as what they do require. During patent examination, the claims 
are given the broadest reasonable interpretation consistent with the specification. See 
In re Morris, 127 F.3d 1048, 44 USPQ2d 1023 (Fed. Cir. 1997)"). 

Here, the broadest possible meaning disregards statements of intended use 
which do not add structural limitations to the claim; and, for claim limitations which are 
not required to be fulfilled (such as "if necessary", "and if wished", "as for example", "can 
be"), such limitations are treated as not being required to exist. Should applicant wish 
the claims to be limited by such limitations, the claims must clearly set forth the 
necessity of their presence. 

Claims 1 and 2 are rejected under 35 U.S.C. 102(e) as being anticipated by 
Gozzini (US 6,665,428 B1). Gozzini discloses the claimed invention, an apparatus and 
software for controlling that apparatus, comprising separate capacitive [108], resistive 
[206a], and reference [206b] electrodes, individually addressed in a sequence controlled 
by the software, where the resistive sensors are used to determine if a living finger is at 
that position (by measuring bio-characteristics of the skin on the finger), where only 
capacitive sensors that correspond to areas completely covered by a finger are used to 
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measure the fingerprint. The system generates output signal to determine if a finger is 
detected, and may initiate fingerprint acquisition automatically by the detection 
mechanism. See columns 3-4, and Figures 1 , 2a, 2b, 3. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure/ 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Michael Cygan whose telephone number is (571 ) 272- 
2175. The examiner can normally be reached on 8:30-6 M-Th, alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Lefkowitz can be reached on 571-272-2180. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




